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DETAILED ACTION 

1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Acknowledgment 

2. Acknowledgment of the cancellation of claims 27 and 28 in the Preliminary 
Amendment filed September 1 , 2006 is hereby made. 

Claim Objections 

3. Claims 3-6, 30-31 , 33-34 and 37 are objected to because of the following 
typographical errors: 

a. In claim 3: "processing device; and an industrial" should be -processing 
device; or an industrial-. 

b. In claim 4: "processing device; and an industrial" should be -processing 
device; or an industrial-. 

c. In claim 5: "test vectors, and; a predetermined delay" should be -test 
vectors or a predetermined delay-. 
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d. In claim 6: "Active-X; and a serial communication" should be -Active-X; or 
a serial communication-. 

e. In claim 30: "system of claim 27" should be -system of claim 29-. 

f. In claim 31 : "system of claim 28" should be -system of claim 30- 

g. In claim 33: "process of claim 30" should be -process of claim 32- 

h. In claim 34: "process of claim 31 " should be -process of claim 33- 

i. In claim 37: "apparatus of claim 34" should be -apparatus of claim 36- 
Appropriate correction is required. 

4. Claim 1 6 is objected to under 37 CFR 1 .75(c) as being in improper form because 
a multiple dependent claim must refer back to more than one preceding independent or 
dependent claim in the alternative. See MPEP § 608.01 (n). Accordingly, the claim 16 
has not been further treated on the merits. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 20-24 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 20-24 are directed to a data format 
which does not fall under one of the statutory subject matter categories. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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7. Claims 5 and 38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Regarding claim 5, the phrase "predefined timing 
reference may comprise" renders the claim indefinite because it is unclear whether the 
limitation(s) following the phrase are part of the claimed invention. See MPEP § 
2173.05(d). 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1,2, 29, 32 and 35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ricchetti et al. in WO 03/048794 A1 . 

Regarding claim 1 , Ricchetti et al. teaches: 

A logical connection port (the port means by which the embedded BIST controller 
connects to the external connector is interpreted to be a logical connection port, see 
external connector, page 10 lines 26-27 and EC EN in Figure 5) for an embedded 
device testing system (the embedded electronic system Built-in Self-Test controller is 
interpreted to be an embedded device testing system, see page 7, lines 1-3), the testing 
system comprising apparatus adapted to compare actual device under test (DUT) 
input/output vector pairs with modelled DUT input/output vector pairs (the means for 
comparing the actual scan-out values to expected scan-out values is interpreted to be 



Application/Control Number: 10/591,492 Page 5 

Art Unit: 4146 

the apparatus adapted to compare actual device under test (DUT) input/output vector 
pairs with modelled DUT input/output vector pairs, where the actual scan-out values are 
interpreted to be input/output vectors of the actual device under test and the expected 
scan-out values are interpreted to be from the modelled DUT, see page 8, lines 23-30), 
wherein the logical connection port is adapted to indicate a predefined timing reference 
(the Memory Delay is interpreted to be a predefined timing reference, see page 16 lines 
1-4) for determining a point in time at which to sample an output vector as the 
corresponding output vector in an input/output vector pair. 
Regarding claim 2, Ricchetti et al. teaches: 

The logical connection port of claim 1 wherein the logical connection port resides 
in a DUT model (ECE_N is interpreted to be the logical connection port that resides in a 
DUT model, see ECE_N in Figure 5). 

Regarding claim 29, Ricchetti et al. teaches: 

An embedded device testing system (the embedded electronic system Built-in 
Self-Test controller is interpreted to be an embedded device testing system, see page 7, 
lines 1-3) for comparing actual device under test input/output vector pairs with modelled 
device under test input/output vector pairs (the means for comparing the actual scan-out 
values to expected scan-out values is interpreted to be the apparatus adapted to 
compare actual device under test (DUT) input/output vector pairs with modelled DUT 
input/output vector pairs, where the actual scan-out values are interpreted to be 
input/output vectors of the actual device under test and the expected scan-out values 
are interpreted to be from the modelled DUT, see page 8, lines 23-30), wherein actual 



Application/Control Number: 10/591,492 Page 6 

Art Unit: 4146 

device under test output vectors are sampled in accordance with a predefined timing 
reference (the Memory Delay is interpreted to be a predefined timing reference, see 
page 16 lines 1-4). 

Regarding claim 32, Ricchetti et al. teaches: 

A process for testing an embedded device under test, including the steps of: 
comparing actual device under test input/output vector pairs with modelled device under 
test input/output vector pairs (the means for comparing the actual scan-out values to 
expected scan-out values is interpreted to be comparing the actual device under test 
(DUT) input/output vector pairs with modelled DUT input/output vector pairs, where the 
actual scan-out values are interpreted to be input/output vectors of the actual device 
under test and the expected scan-out values are interpreted to be from the modelled 
DUT, see page 8, lines 23-30), wherein actual device under test output vectors are 
sampled in accordance with a predefined timing reference (the Memory Delay is 
interpreted to be a predefined timing reference, see page 16 lines 1-4). 

Regarding claim 35, Ricchetti et al. teaches: 

Apparatus for testing a device under test (the embedded electronic system Built- 
in Self-Test controller is interpreted to be an apparatus for testing a device, see page 7, 
lines 1-3), including: 

(a) means for applying a test input vector (the means for apply scan vectors is 
interpreted to be a means for applying a test input vector, page 1 1 , lines 27-29) to the 
device under test; and 

(b) means for sampling an output vector (the means for applying the Memory Delay is 
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interpreted to be a means for sampling, page 15, lines 22-24) from the device under test 
in response to said input vector, wherein the wherein said sampling is effected in 
accordance with a predefined timing reference. 

10. Claim 15 is rejected under 35 U.S.C. 102(b) as being anticipated by Lottridge et 
al. in US Patent 5,796,750. 

A generic test execution engine for testing (the automatic tester is interpreted to 
be a generic test execution engine, see Abstract) at least one embedded DUT 
comprising: 

(a) a test vector interface (the in-system programming interface is interpreted to 
be the test vector interface, see column 3 lines 63-64) comprising parsing means (the 
compiler is interpreted to have a parsing means, see compiler, column 4 lines 39-41) for 
parsing modelled output test vectors with predefined input test vectors in accordance 
with a predefined timing reference to determine a test vector file comprising pairs of 
corresponding stabilised input and output test vectors; 

(b) a DUT interface (the connector is interpreted to be a DUT interface, see 
column 4, lines 64-67) comprising addressing means (the parallel port is interpreted to 
be an addressing means, see parallel port, column 4 lines 9-10) for addressing, via data 
ports, test vectors to respective DUT's in accordance with an address identifier within 
the test vector file, and communication means (the means for receiving the generic 
vector file that is output by program isp_prog() is interpreted to be a communication 
means, see generic vector file, column 3 lines 13-15) for receiving DUT output vectors 
in response to the test vectors; 
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(c) a test result interface (the user interface is interpreted to be a test result 
interface, column 4, line 44) comprising processing means (the microprocessor is 
interpreted to be a processing means, see microprocessor, column 3 line 57) for 
processing respective pairs of stabilised input and output test vectors and 
corresponding received DUT output vectors. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ricchetti et al. in WO 03/048794 A1 as applied to claim 1 above, in view of Oke et al. in 
US Patent 5,642,057 (as best understood). 

Ricchetti et al. teach the limitations of claim 1 as indicated above. Ricchetti et al. 
differs from the claimed invention in that it is silent on having a modelled vector of the 
specified device type. 

Oke et al. teaches "test vectors that have already been developed" (test vectors 
that have already been developed are interpreted to be modeled vectors, see Abstract) 
for stand alone microprocessors and one of ordinary skill in the art would understand 
that any device under test (i.e. smoke, fire, security, medical, biological or industrial 
devices) having a microprocessor utilizing test vectors would use a device specified 
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modelled vector to compare the actual output vector in order to determine failures, 
signal differences, etc. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the teachings of Oke et al. in the 
system of Ricchetti et al. because it is well known in the art to use a modelled test 
vector as the threshold and/or limitation vector to compare the actual output vector 
when testing a DUT, thereby improving the functionality of the system. 
1 3. Claims 5, 30-31 , 33-34 and 36-37 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Ricchetti et al. in WO 03/048794 A1 as applied to claims 1, 29, 32 
and 35 above, in view of Potts et al. in US Patent 5,663,879 (as best understood). 

Ricchetti et al. teach the limitations of claims 1, 29, 32 and 35 as indicated 
above. Ricchetti et al. differs from the claimed invention in that it is silent on having a 
predefined timing reference with a delay period. 

Potts et al. teach a predetermined signal event used as a timing reference (the 
predetermined signal event is interpreted to be a predefined timing reference, see 
Abstract) for a test event of an integrated circuit. Potts et al. also discloses an output 
based upon an input affected by some variable delay (see column 2 lines 1-8). One of 
ordinary skill in the art would comprehend that delay length is variable and can be set to 
any length of time that is suitable to the current application (i.e. the length of time before 
the corresponding output vector stabilizes). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have combined the 
teachings of Potts et al. in the system of Ricchetti et al. because Potts et al. discloses 
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the fixed reference method as the "standard approach to vector generation and testing" 
(see column 2 lines 14-15), thereby improving the functionality of the system. 

14. Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fan 
et al. in US Patent 6,950,771 , in view of Lottridge et al. in US Patent 5,796,750. 

Fan et. al discloses applying test vectors to a device for testing purposes (column 
5 lines 60-64) utilizing first, second, and third data sets (see claims 1 , 2 and 10). Fan et 
al. also discloses comparing the data sets (see "identifying correspondences" in claim 1 
and comparing in claim 2). One of ordinary skill would understand that it is necessary to 
determine a test configuration parameter applicable to testing the DUT, utilizing and 
processing test vectors as inputs results in test vector outputs and matching the test 
vectors accordingly, initial data sets can be determined from any reliable source (i.e. the 
configuration parameter set), data sets can be compared in any order suitable to the 
application, and the results need to be communicated in some manner. 

Lottridge et al. teaches a system with a compiler (the compiler is interpreted to 
have a parsing means, see compiler, column 4 lines 39-41 ). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
combined the teachings of Lottridge et al. in the system of Fan et al. because it is well 
known in the art that a parser is a component of a compiler. 

15. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lottridge 
et al. in US Patent 5,796,750 as applied to claim 15 above, in viewofOke etal. in US 
Patent 5,642,057. 
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Lottridge et al. teach the limitations of claim 15 as indicated above. Lottridge et 
al. differs from the claimed invention in that it is silent on having a modelled vector of the 
specified device type. 

Oke et al. teaches "test vectors that have already been developed" (test vectors 
that have already been developed are interpreted to be modeled vectors, see Abstract) 
for stand alone microprocessors and it and of ordinary skill in the art would understand 
that any device under test (i.e. smoke, fire, security, medical, biological or industrial 
devices) having a microprocessor utilizing test vectors would use a device specified 
modelled vector to compare the actual output vector in order to determine failures, 
signal differences, etc. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the teachings of Oke et al. in the 
system of Lottridge et al. because it is well known in the art to use a modelled test 
vector as the threshold and/or limitation vector to compare the actual output vector 
when testing a DUT, thereby improving the functionality of the system. 
16. Claims 1 8-1 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Lottridge et al. in US Patent 5,796,750 as applied to claim 15 above, in view of Hatfield 
et al. in US Patent 5,920,830. 

Lottridge et al. teach the limitations of claim 15 as indicated above. Lottridge et 
al. differs from the claimed invention in that it is silent on having a logging means. 
Hatfield et al. teaches a method and apparatus for generating test vectors for use in 
testing utilizing a comparison program (the comparison program is interpreted to be a 
logging means, see Abstract and column 2 lines 1 0-1 2 and 29-31 , column 3 lines 21-25) 
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for comparing outputs. Hatfield et al. also teach comparison program to create a report 
file (the report file is interpreted to be a formatted file, column 4 lines 56-57 that is 
formatted by a report generator, column 8 lines 28-30). One of ordinary skill would 
recognize that a file can be formatted to comprise of various fields suitable to the 
application. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined the teachings of Hatfield et al. in the system of 
Lottridge et al. because Hatfield teaches this method to increase the functionality of the 
system and reduce timing errors (see column 1 lines 60-63). 

17. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ricchetti 
et al. in WO 03/048794 A1 and Oke et al. in US Patent 5,642,057 and further in view of 
Potts et al. in US Patent 5,663,879 (as best understood). 

Ricchetti et al. teach a logical connection port (the port means by which the 
embedded BIST controller connects to the external connector is interpreted to be a 
logical connection port, see external connector, page 10 lines 26-27 and EC EN in 
Figure 5) for an embedded device testing system (the embedded electronic system 
Built-in Self-Test controller is interpreted to be an embedded device testing system, see 
page 7, lines 1-3), the testing system comprising apparatus adapted to compare actual 
device under test (DUT) input/output vector pairs with modelled DUT input/output vector 
pairs (the means for comparing the actual scan-out values to expected scan-out values 
is interpreted to be the apparatus adapted to compare actual device under test (DUT) 
input/output vector pairs with modelled DUT input/output vector pairs, where the actual 
scan-out values are interpreted to be input/output vectors of the actual device under test 
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and the expected scan-out values are interpreted to be from the modelled DUT, see 
page 8, lines 23-30), wherein the logical connection port is adapted to indicate a 
predefined timing reference (the Memory Delay is interpreted to be a predefined timing 
reference, see page 16 lines 1-4) for determining a point in time at which to sample an 
output vector as the corresponding output vector in an input/output vector pair. 

Ricchetti et al. differs from the claimed invention in that it is silent on having a 
modelled vector of the specified device type and on having a predefined timing 
reference with a delay period. 

Oke et al. teaches "test vectors that have already been developed" (test vectors 
that have already been developed are interpreted to be modeled vectors, see Abstract) 
for stand alone microprocessors and one of ordinary skill in the art would understand 
that any device under test (i.e. smoke, fire, security, medical, biological or industrial 
devices) having a microprocessor utilizing test vectors would use a device specified 
modelled vector to compare the actual output vector in order to determine failures, 
signal differences, etc. 

Potts et al. teach a predetermined signal event used as a timing reference (the 
predetermined signal event is interpreted to be a predefined timing reference, see 
Abstract) for a test event of an integrated circuit. Potts et al. also discloses an output 
based upon an input affected by some variable delay (see column 2 lines 1-8). One of 
ordinary skill in the art would comprehend that delay length is variable and can be set to 
any length of time that is suitable to the current application (i.e. the length of time before 
the corresponding output vector stabilizes). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined the teachings of Oke et al. and Potts et al. in the 
system of Ricchetti et al. because it is well known in the art to use a modelled test 
vector as the threshold and/or limitation vector to compare the actual output vector 
when testing a DUT and Potts et al. discloses the fixed reference method as the 
"standard approach to vector generation and testing" (see column 2 lines 14-15), 
thereby improving the functionality of the system. 

Allowable Subject Matter 
18. Claims 8-14 and 25-26 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mi'schita' Henson whose telephone number is (571) 
270-3944. The examiner can normally be reached on Monday - Thursday 7:30 a.m. - 
4:00 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marvin Lateef can be reached on (571) 272-5026. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

m.h. 
4/11/08 



/Marvin M. Lateef/ 

Supervisory Patent Examiner, Art Unit 4146 



